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The Examiner essentially reiterated the position taken inH tie 
previous Office action, namely 

I) that Claims 1 to 4 and 6 to 13 were indefinite urofer Section 112; 

12} - - • . / 

II) that Claims 1 to 3, 8 to 11 and 13 were antibipateci ^ under Sebtibri 
102(b), or were rendered obvious under Section . 103 (a) i .by ihe 
teaching of Barle et al. (us 2004/0015009) ; 

III) that Claims 1 to 3, 8 to 11 and 13 were rendered obvi^ys : .. under' 
Section 103(a) by the teaching of Earlm et al„ (ibidy) when taken 
in view of Backh 's Chemical Dictionary and either) the disclosure 
of Kawafci et alv (TO 5,543,474) or the disclosure -of 2*1^ ^ ;al ; ; 
(OS 4,751,291) ; 

IV) that Claims 2, 6> 7, 9 and 12 were rendered obvious under SeirtioR 
103(a) by the combination of references as ' set ".;;f arhh' : '±ti /'filxi:- 
when further taken in view of the disclosure of Snyder* '(Xntipa^- ' 
tion to Modern Liquid chromatography) ; 

V) that Claim 4 was rendered obvious under Section 1Q3{ a ) by <• the 
combination of references as set forth in (lit) when ; jjtik^K^ii&Ti* 
ken in view of the disclosure of Oerhold (us 4,402,832) ? and-'"-' • 
VI ) that Claim 1 1 was rendered obvious under Section 10 3^ a) Jj^fche 
combination of references as set forth in (II*) wheh * fuareter-.ta^- 
ken in view of the disclosure of Wasserscheid (Ionic Liquids in 
Synthesis ) . . 

For the reasons presented in applicants' previous paper 2 ) and iii liigiift. 
of the following it is respectfully requested that the r^pebtlve 
rejections be withdrawn. 

I) Regarding the Examiner's rejection of Claims 1 to 4 ah)dfc'G:\to^i3 
under Section 112, %2i 

The Examiner asserted that the metes and bounds of * high-boil i#g; 
compounds" could not be determined, and that the claims ^r^i r ti^e% 
fore, indefinite. . : ■■ 

However, the "distinctly claim" requirement of 35 U.Sw.di S112> 
12, means that a claim must have a clear and definite T meaning ^iiein 



. — • — ■ — • — ■■ — 

2) Applicant?' paper dated ftpril 27, 2006, which Iff herewith ihcdrpoarated by \rftfor- : 
enc.e* 

060927 . - 2 - •;;.'> 
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construed in the ligfet of the complete pat€int dbciiH^nt r ?> The;;: : t^sfcio;f 
definiteness is whether. . one skilled in the aft 'iwpulti 5 
bounds of the claim when reading it in the light of the s^pifiia^. : 
tion, 4 > axid the degree of precision which is necessary in the •elaiSVi^* 
a function of the claimed subject matter. 5 ) Breadth alone is not 
definiteness r 6 > and 7 ). 

In rej eating a claim under the second paragraph of V*33 a.^.C. I2^> 
it; is incumbent on th# examiner to establish that one of fcrtinkty' 
: skill in the pertinent art, when reading the claims \; inf ii^tr iA t^ } : 
the supporting specification, would not have been able t&ya&cer±- , 
tain: with reasonable degree of precision; and "^'rtlffqJwi^y'^tto.si-,; 1 ; 
particular area set cut and circumscribed by the claims* 

Applicants claims are drawn to a certain process for the purification 
of ionic liquids yhich are contaminated with "a polar,, high ,ik>im^ 
compound which cannot be rertoved completely from tfie ionic I'd^ids^'^' 
•way of a distillation and/or Which has a vapo? pressure* of ; i^3^'tka%-; 
about 10 mbar at room temperature," and the respe.ctd^ : ■ t^iAi^l0^':iB'- 
further explained on page 11, indicated lines 14;to,%';.of:'-' : %^ 
plication. The Examiner has no put forth any reasons which e^abli^h 
-that a person of ordinary skill in the art wpttid not ;;, t^ ^^l^v to^' 
ascertain the metes and bounds of the ^poiair, high '■ ^ilihg^<ipm^&^i^ : - 
which cannot be r&mov&d completely from the ionic liquids : J^'. ^y^^;.^' 
distillation? or of the "polar, high boiling compound- ^t^bi^-ha^'^' 
vapor pressure of less than about 10 mbar at room temperatures} n '$itjt; 
a reasonable degree of precision and particularity when •"■i*d4^^thi'- s 
claim in light of applicants' supporting description of ^:t^ ; ;^ii^^i^; : , 
tion. The Examiner has, therefore, not met -the burden -'to i'' : '«i^ab^s : h ; - 
that applicants' Claims 1 to 4 and 6 to 13 are unpaten table '%^0^c, 
Section 112, 12. Favorable reconsideration of the Bxaitfirier*e -^^i^ioni 

3) 5fca«cfwcf Oil Co. v. American cyansmlo* Co., 774 F.2d 448, 227 UB^Q 293 ; "C§ted.' : ■■"bits/" 
1985).-' . V 

4) Morion Int. Inc. v> Cardinal Cftea. Co., 5 F.3d 1464, 28 USPQ24 1190;: (P«d. ^r ;- 
1993); OrthokJjtetJ.cs Inc. v. Safety Travel Chairs, Inc. , 806 F>2d 1565, 1 Ui^2<i .i. 
1081 <Fed. cir. 1986 x ; 

5) Mybritpch rno. V. Monoclonal Antibodies, mo* , 802 E.2d 13.67, 231 USPQ 8i : '-.<fled. '\ 
Cir, 19S^)j Miles Labs\, Jnc, shannon, Inc. 997 F,2d 870, -27 D&PQ2d ' ^S^Fed. - 
Cir. 199S) -i ■ ■" 

6) ' Xn re <?ardtoer at ai 427 F.2d 786, 166 USPQ 138 (CCPA 1970J j iii " ^ Ccrialiy jat -4lv^ ' 

.490 F.2d 972 r 180 0$*$ 434 (CCPA 1974); £x parte iew^s et el. r 19$' 0a^''^^ ! ;^^btiKT. 
i977>; Bx parte Sctoerberich et a2., 201 uSPQ 397 (PC^ 1977} ; i^ p^ 
et al., 184 uspfc $97 JPOBA 1974>j see also Judge Baldwin's concurring opi^on -in Jtn ', 
re Maybew, 927 F.2d 1229* 188 UfiPQ 3S6 (CCPA L976) 

7) Zx parte Wi, 10 USZQZd 2031 at 2033 (BPAJ 1989>. 
060927 - 3 - 
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and withdrawal of the respective rejection is f therefore,: resg^tv 
fully solicited* 

II) Regarding the Examiner's rejectiOnpf Claims I to J, 8 - to--- 1 i : ^n#. : 
13 under Section 102(b)/ or under Sect ion 103 (a) : 
teaching of Earle et al, (US 2004/0015009 ) : 

Anticipation under Section 102 can be found only if a fefe^n^fe 
shows exactly what is claimed,, ie. all material -eI«M4ba/^ 
vention as claimed must be found in one prior art source, 8 ) :; ::tfce-?&^-T?: 
ments roust be shown in the reference in as ronch detail is is con- 
tained in the claim, 9 ) and the elements must be shown in the ' ref 6r€^ie-' 
in the part-to-part relationship which is ; ; sfet. forth ; in' the, ci^&i r %; 
The teaching of Sari 9 et al. cannot be deemed to-, provide/ ^'^8^^'' 
tion of the subject matter defined in applicants./: claims \;whidh^ij&^$ 
these standards which were developed by the Courts for anticipation 
under Section 102 v /;\\ 

Applicants' invention relates, in accordance 'iwith': the prpvisio^^ 
of Claims 1 and 8, to a process for the purification ' of ionic liquids 
which are contaminated with a polar, high bailing cot^ 
not be removed completely f row the ionic liquids hy way>f;^r4i^'' : 
tillation and/br which has a vapor pressure of less; than v atottt;- 10: 
mbar at room fce^eratare, and applicants' process compxi^es 
a mixture comprising the ionic liquids and the Said polar , ./'high :h%^£~-< 
ing compound, and removing the polar, high boiling cjtat^u^ 
ionic liquids by adsprptive separation* 

The teaching of Karle et al. pertains to fik proces^ ifor' t^ : ^aa- : 
tion of alkyi-aromatic compounds which is conducted in tte : ^d^^ 
of an ionic liquid attd an acid promoter as catalyst- With xeglaxd to 
the recovery of the oxidation product, the reference states \) 

This invention also allows for the separation of tire £oh^;iiqj^/- 1 
arid product by physical or chemical means such " as., distillation* -vT 
steam distillation, azeotropic distillation , sublimation, ' g^'alvl^ 
separation, solvent extraction, crystallization/ jsuipett 
fluid extraction and chromatography. 

8) Cf. In re Marshall, 577 F*2d 301, 198 USBQ 344 (CCPA 1978)? In re JCalar/ 378 ' 
959, ISA U3&Q 10 (CCPA 1967) . . - . : !. 

9) . Cf . Richardson v. Sv&u& ttptor Co* * 868 F.2d 1226* .9 USPQ2d 1913 , (Fed. /Cir.. 1989)^' . :: 

10) Cf. Lindemaxm kasctiinenfabrikv. American Hoist & perrlc*ic6. > .730 F;2d 145^ 2il : »: 
USPQ 481 (Fed- Cir. 1984). 

11) Cf , page 1, para. f0008)> of us .2QO4/Q01SOO9 - 

0*092?. . - 4 - ""'V: " \ , -'V v^-" : V":ii. 
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and illustrates the recovery of the product by distillation; 1 ^) artd b% 
sublimation, It should be noted, however, that th£ r£ferehb£ dia^s 
not specifically address the recovery of ionic liquids from the. re^c^ 
tion mixture It is merely mentioned 14 ! 

The ionic liquid/ acidic promoter can be separated from ^ tiie \pr^>d- s ; 
net by some physical or chemical means such as distillation, 
steam distillation, azeotropic distillation, sublimation; gravity 
separation, solvent extraction, crystallization, supercritical [ 
fluid extraction and chromatography. 
The teaching of Sarle et al. is not deemed to address the purifica- 
tion of an ionic ' liquid which is contaminated with a polar bompourid 
as specif ied in applicants ' claims. The the oxidation product ob^ 
tained in accordance with Earle et al.'s process, the starting ijR«ite- 
rials as well as nitra-s ubst it uted by-products which are encountered 
in accordance with the illustrative examples Of the reference; cannot 
be deemed to constitute contaminats since theise Taater-iais. are dis^ 
tilled off * To the extent that, such materials are Wovdred fro» tlie 
reaction mixture these products or by-products ca^pt treasonably. 3Te-K 
garded as contaminants which fall within the realm of: tiie '"p&lary- 
:high boiling compound which cannot he removed compi&tely from the •'. 
ionic liquids by way of a distillation and/or which has a vapor prek± 
sure of less than about 10 mbar at room temperature" ;refet€qiced '.'in::' 
applicants' claims. Moreover, the reference fails to iden^ 
scribe a procedure in. which an ionic liquid which ia cdntan^ha^ 
such an impurity is purified by way of an absorptive .se^ration^r^A^; 
such, the reference fails to show applicants' process with the fexa£t^ 
ness and identity which is required for a finding: of antici^^i^n" 
under Section 102 . It , is therefore respectfully requesteid • that" the 
respective rejection be withdrawn. Favorable action is solicited. 

The teaching of Barle et al . is also not deemed to be sufficient 
to render applicants' invention prima facie .obvious. within tfee ; ^t>-; 
ing of Section 103(a); . As applicants pointed out ii their pr^i$u# 
paper, three basic criteria have to be met in order £d esiablisK;:a 
prima facie case of obviousness i 15 ) 

(1) There must be some suggestion or motivation, either in the refer- 
ences themselves or in the knowledge generally s^ailaMe 

12 J Cf. Examples I to . 4, paira** [0023] to t0030j, of 05 20O4/QO15OG*. 

13) cf. BXarifrle 5; paras, J 0031) to J0033], of US 20O4/Q0I5C09. 

14) Cf, pat*. f0043) of VS 2QO4/OO1SQ0V, 
15> «..)flW2P/ $2143.; • 
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of ordinary skill in the art, to modify the ^ rfef erehce bi: t<y ) 

bine the reference teachings, 
(2) there must be a reasonable expectation of Recess, £hd' - * .;.* / 
(3> . the prior art reference or the contained references must £4acfi''"<>r 

suggest ail of the claim limitations. 

Additionally, the teaching or suggestion to make - the clakfiid c<^in^. ,v 
tion and the reasonable expectation of success must both be fbui*d, in 
the prior art and cannot be based on the applicant's disclosure • 

The information which is provided in the j?ef ereiide copdisrhs ;/ • ; pn-- 
the one hand, means to separate the product from the reactibh 
and, on the other hand^ means by which the cottibinatipii of tife ibniic " • : 
liquid and the acid promoter can be separated from the product. V «m* v '' l 1;-! ; 
reference aims at providing the oxidation products and cbntempiatSk 
recycling the ionic liquid/acidic promoter combination It :■ is, - -for . : 
the purposes Of the teaching of Earle et a'JUv; yithbut c6^e«c^ja^" 
whether the ionic liquid/acidic promoter f raction" which • r«rfii^'" -Wtte " ;/ : * .'' . : 
the product and other materials have been distilled off co^rise's ; :• . 
residual amounts of the product and /or other materials. In .fact* wlien ■ 
the. ionic liquid/acidic promoter combination is recycled as- ^disbuss^d ■'■ 
in the teaching of Barle et aim, any residual amounts of the ,p-rJb^Sti. - V 
and/or starting material are, again, niade ^vailabie * 'Even if aiy " r^-t : : • , 
sidual amounts of the product and/ or other materials remained in the • 
ionic liquid which is recovered after the distillation Or sub! iiiatio'ii . 
of the, product, a person of ordinary skill in t^ airt would, there- . 
fore, not have been motivated by the reference to .removed any ... vsucftv;- 
residues from the ionic liquid. As such, the sugge^tioV ok. 7 "^ 
to do what applicants have done is lacking • 

Moreover, assuming arguendo that the distillative separation of 
the Oxidation product and the by-products which is illustrated ^^.in^^fclie 1 
teaching of FarJe et al. is incomplete, ie. residual amounts of the 
product and /or by-rprdducts remain in the ionic liquid, the : reasonable 
expectation of success is lacking. The Exarainer urged that the Sepa- 
ration methods which are enumerated by Ear ie &t al/ had to be ctDns id-- 
ered as equivalents and that it would have been obviobs •■• to; ^ e^i'0y : '"any ! -. r ■' 
one of the other separation methods instead of the idi^tiliieiton-: pro^\'. ,! . 
cedure which is illustrated in the reference. However / uhde'r : tihei ' 
proposition that the emuaerated separation methods s^e equivalent a ' 
person of ordinary skill in the art . cannot reasonably y 'ex£^t',\- to -/ 

16) la re Veeck, S4? F-2d 4€8, 20 1438, 1442 (P6d. Cir. lWl r >;. ; : 
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achieve a different sieparation success by substituting one :c^ t :--^eV'y 
separation methods fdr another,, equivalent separation method, y As .-*'■ 
such, the reasonable expectation of success is lacking . 

It should also be noted that the purification of . ;aj^l£fca^0:': :, inr: y- ' 
vention inter alia pertains to the purification of contamiinated rib>id : 
liquids which cpntain contaminants that cannot be removed; '■'coMpi^ei^- 't- ■ ' . : . 
from the ionic liquid by way of a distillation .\Tli^ 
ods which are enuiberated by Earie et a J . are, accordin^liyv cieaily 
not equivalent where applicants 9 invention is concerned;. The lack of : / 
equivalence of the respective purification methods is not. only exv : 
pressed i» appliesmts' claims but us also further illugtr&ted ^ih^af^-/'.'- 
plicants' examples on pages 14 and 15 of the application!. ■• ; "fts '^i^ha^^y- 
therein, the the adsorptiye separation of ^aE^>licants;' . ; L prc^i3:-/ : '/\ : 
succeeds in removing contaminants which cannot removed from , f -a ;.coitaio-/ ' 
inated ionic liquid by extraction with non-polar solvents or. ^fcf ai^ i *':v: : : 
. t illation.. 

The foregoing shows that at least two of the basic criteria > : :£^3^.;! 
establishing a prima facie case of obviousness under Section 103faj.- ; 4 : 
are not met where applicants' invention and the-- Caching ' ':6£ : -Ba^&^jefe : 
al. is . concerned, it is therefore respectfully requested' 't^i^lvihej 1 ;: /■ 
respective ire j ection b4 withdrawn. Favorable actiori is soiicit^^ 

ill) Regarding the Examiner's rejection of Claims - i '\;t&- : 3 , 8 to 11 a^idv.-. 
13 under Section 103 (a) in light of the. teaching, pi r " 9ar£d<'^''$££± 
(ibid*) when taken in. View of ffacld*/:s .GAsa^ 

the disclosure of Kawaki et al. (trit S, 543,474) or the disclosure .p*£ V> 
Tbiem et al. (US 4+751, 2$l)z ' >[i^^ \'j, t $ '{j':^' 

The Examiner applied the disclosures of Backh 'G Chemical' ;bic%'i^^v;;. 
nary, of Kawaki et al. and pf Tbiem et al . to show that; -,c;isir : taM; ; 
by-products which are encountered in the illustrative examples •■' : 6f ["x 
Earle e£ al . are high boiling as well as pdlar. .Bdwefver, ' w^tfer'-' ^^^ 
not these ccaojpounds are within the realm of the "p&lar, high hpS/^n^ 
compound which cannot be removed completely from the 'ionicyiijfy 
way of a distillation and/or. said compound has r Q\ . vapar. pr^ssurW' pi .'/ ■' 
less than about 20 mbar at room temperatures" is^^ifet' deeme^^ie^:;; " : ; ( 
consequence in the determination of obviousness of J applicants ^ime^-' ,\ 
tion. As noted in the foregoing, those • products 

be -deemed to constitute contaminants: to* the . f ex-te$i ^th«t ; •\'tl^ , ;::;^%M•,:'; 
removed in Eerie et al.'s procedure by distillation. '"lip, ^^^<^^^'/^,;:---. 
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amounts remained in the ionic liquid which is recovered a ft**: the v 
distillation according to the procedure addressed in the t^aohi^g. of, 
Earle et al. , the presence of such residual amounts of . starting- iiat^i ' : . • ; ^ 
rials or oxidation product in the used ionic liquid is of/ : no c6hse* i-> 
quence when the ionic liquid/ acid promoter is recycled, kssumih^ 
certain residual aaiounts of the oxidation product, the starting mate^ : ■ . 
rials and/or the by-products remain in the ionic liquid, thW primary 
reference contains nothing which would suggest or imply that the, i'v- " 
spective amounts can be, or even need to be> xemojred from the \ionifc : 
liquid. ' 

Neither one of the secondary references can therefore be; do 
ered to add the necessary suggestion or motivation to do what>a^plir •; 
cants have done- Even when the teaching of Earle et al. is t^H^^ ; in;; 
view of the referenced disclosures a person of ordinary skili in the - 
art would not have bfeen motivated to further purify the ionic llqijidS:/.: 
from the residual polar, high boiling compounds because such, com- V 
pounds are, in the procedure of Earle et al. , valuable coristi^ients 
of the recycled stream. Moreove, the nitro— compound.!? which axe 'en^ ! ' : 
countered in the illustrative examples of the priitiary reference ' : atre : ' ; . : /.; 
by-products whereas the separation methods which are enumerated = 
Earle et al. concern the separation of the product and of the ' ioific 
liquid or ionic liquid/ acid promoter . The disclosures of the seco^ ^ 
dary references can, in light of the foregoing also not be <tee^d tci -\ : 
contribute to a reasonable expectation of success since neither ^ne ; :• 
of the secondary references nor the teaching of Earle at al. is rea^:: 
sonably concerned with the purifying . an ionic liquid f rom thd sjie- : . 
cific contaminating impurities which are referenced in applicants 1 ; 
claims.- .-V ' ' r ! : 

It is therefore respectfully requested that the rejection of : 
Claims 1 to 3, 8 to 11 and 13 under Section 103(a) based, on the 
teaching of fiarle et ai. and the disclosures of " ffa'tfitfrte^ 
Dictionary, of Kauaki at al* and/or of Thiem al> : .--j>fe ^-w^tS^atw^..; :•. . • 
Favorable action is solicited. 

IV) Regarding the Examiner's rejection of Claims 2> 6, 7, 9 a#d: \ 
under under Section 103(a) in light of the combination of \ .re^Gretices 
as sef.t forth in (III) when e further taken in view of 'the ' disclosure:, of ' \ 
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Snyder (introduction to ttodern Liquid chromatography) : 

The Examiner applied the disclosure of Snyder '-for ^'statinf >^^:- v -. : 
ion exchange was the: first of various liquid cttrojii'ataigfta^ 
to be used widely under modern conditions ," and', the' . : Ex^in^ ^krgii^f'i' 
that a person of ordinary skill in the art would., theref'drfc-^ 
motivated to employ ion exchange in the separation conducted ^<ifl\-;fchfe: v 
procedure of Eerie et al. The fact that ioh exchange was th^^3t^f : ' : ,. 
various liquid chromatography methods to be used Widely urfdeir ijbdd^ri '--H 
conditions is* hoWever, not deemed to further itfotivate a pearson 2 of" . 
ordinary skill in the art to modify the procedure :' : d£^S#rIe /&:J^%i£";- im 
such a manner that it entails the purification of a t^pti^&e&^r:, 
ionic liquid in the manner defined in applicants r claims Ja*/-«^ir^;'!''-" 
sized in the foregoing, the separations of Earl* et .al*. We' dir^t€gdE-: '/ • 
to a purification of the oxidation product and to a recover^ : '^f- ; :' ; ;t^' : 
ionic liquid/ acid promoter combination ahd not, as required ii-aj^ri S : .v 
cordance with applicants 7 invention, to a purification. Of '; : ttev'i^ki'c.-' 
liquid from impurities which can, for exastple, iio* ^ 
pletely by way of distillation. Even when the tm0i6h3^'-^t^ii^^'^- : -^ 
al. is taken in view of the referenced disclosures \ihc^d£^: ; *h^^ ; 
statements found in Snyder, a person of ordinary skill inV^tijB^.'aifc'.-, «: 
would not have been motivated to purify the ionic li.^iJi^''/^c^ : '.e^(/ : 
residual polar , high boiling compounds because such compounds are f r ," in :• 
the procedure of Earl* et al . , valuable constituents of i^^reey^leid:^ \ 
stream. The statements of Snyder can also not be deeined to; ^ 
to a reasonable expectation of success since the respect ive ' referencie--..:- 
is hot reasonably concerned with the purification of an ioiiic •'. lie^icV 
ftpm the specific contaminating impurities which are referericecl ;- -Lit*"-*" 
applicants' claims. The mere fact that ion exchange wis- the :£feSt?.pf V* 
various liquid chromatography methods 'to be used widely " jyndaj^i 
conditions is not deemed to be sufficient to point a 'perspi'of 
nary skill in the art away from the teaching of Eerie 'ei' al> ;and iito 
the direction of applicants' invention. The teaching or ; -»ug^M"i56i ::, -to' 
make the claimed combination and the reasonable expectation of siic^- 
cess must both be found in the prior art and cannot be •b&pie&* : fctbe' ; ' •;' 
applicant's disclosure. 17 ) Bete, however, neither ' 'f^seie%^o^ t ''' mm 
suggestion nor the necessary expectation of success -Jdran be: di$rivfe<i " ; 
from the prior art relied upon by the Examiner. 



17) Xbld. 
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It : is therefore respectfully requested thai tie\:xej^tJ^-;lo£:v 
Claims 2, 6, 7, 9 and 12 under Section 103(a) based ^ri ^ the\;rWpebjbi^- 
references be withdrawn. Favorable action is solicited* 

V) Regarding the J?xaj»iner's rejection of Claim 4 vn&er '-"'Se&tion 
103(a) in light of the combination of references as set^'feirfch\'^" 
firx; vhen further ta*en in viev of :th« disclosure : o£ ttrh<^-^B&. ': 
4,402,832): : "viV'\-- : ^.f ; V :: .'. 

The Examiner applied the disclosure of G^&bld Ifor stating ; \tKifct a . 
simulated moving bed is a very successful process .for .sejiiarating- 'cibm+ .." 
ponents froto a feed 1 mixture , and asserted that a. g^rson of pidinaty 
skill in the art would have, therefore, been motivated 1 to' d9p%'S; ; 
continuous chromatographic process as required in accordance witii \ijfer' ; ' r ' 
plicants' Claim A for the separations mentioned in -the '■ : jteafchiX^:$£ \ 
£arle et al. 

The separations which are addressed in the primary referVnw- arfe f 
however * not aimed at . purifying an ionic liquid . vhicb XS ; cpn^a^iiiai^d ; . 
with impurities of a polar , high boiling compound which ca^ot Se 
removed completely from : the ionic liquids by way of a distil lafeip^v ; 
and /or which has a vapor pressure of less ; thaii ; abcxpt ll>:mbi^ -focah ? 
tei^erature as is required in. accordance with applicants' :- v tf jai^-^i'k ..; 
Where the process of Earle et al. is concerned it is : " t of'; \ao-. .con^— 
quehce if residual .amounts of starting material and/ or '•■'osscj^feiqn-' 5 '- 
product are retained in the ionic liquid since /the primary ^^ 'r^eireittce!' 
contemplates recycling of the ionic liquid/acid: promoter, comb^iiiat ionj* . . 
The disclosure of Cerhoid would therefore not have ^ 

of ordinary skill in . the art to modify kafirie. efc al./« separatibiis \yi 
such that: the ibnic liquid is purified from the cpitmiisant's' \- !wKicK' : : 
are Specified in applicants' claim. It should also be noted that tbe 
separation method which is addressed in the Gerhold referenomW ^ f 
essentially, a chromatographic type separation/ ie> a ^:^^;;of••''^alri- : .:• 
tion methods which -is mentioned by. Earle et al* and which . rihe Rx- 
aminer deems to be equivalent to the distillations yhich €k^./iljds^ : ; 
t rated in the priiftary reference, Accordingly, as discussed '[i^'^i^k 
(II) df ttsis paper, a person of ordinary skill in "- the art ce^bt ; 
reasonably expect to achieve a different separation success when the 
distillation yhich is illustrated by Barle e* al, '-.is aubsfciWted \ ■fej?..? 
the simulated moving bed Reparation, Also, ^ri&i^ 



18) Cf. col. S/ indicatad lines 55 to 60 of ITS 4,402,852* 
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•PAGE 11/16 \ RC VD AT 9/27/2006 9:15:20 PM [Eastern Daylight June] «SVR:U8PT0^FXRF-2i14' DNIS:273830q* CSID:2026590105 « DURATION (mirnss):07^ ' 

BEST AVAILABLE COPv 



Fax sent by : 2826598105 



NDDQ LLP 



89-27-06 28:17 



Pg: 12/16 



Serial No. 10/806,198 BESTS et al« 

At . the onset it is desirous to point out that i't'-'is conte^iated 
that the present invention would be efficacious regardless of the 
separating means employed. The only %*nf>r* 7 liMitat ions '.-are ''that 
the flow streams! are fluid and that in fact a separation ■■ is\*&c-' : 
complished by the separating unit in question. 

Accordingly/ and since the respective reference i&-not r^fihi&ly ■ 
concerned with the purification of an ionic liquid -from • the ; VpfeS£ip:"-- -V' ' 
contaminating impurities which are referenced in applicants' claiiDSy 
the disclosure of Cerhold can not be deemed to contribute to a rear l ; 
soriable expectation of- success. It is therefore respec>tf ully . xe- S 
quested that the respective rejection of Claim 4. under Section 103 (a) 
be withdrawn. Favorable action is solicited. 

VI) Regard£ng : the. Examiner's rejection of Clara 11. uri^r<'\S6&t£4n ■ ' 
103(a) in light of the combination of references , as 'set-''fQttb : ' : .in- yr \ : \ 
(III) when further taken in view of the disclosure of Wasserscheid ": \. 
(I&nip Liquids in Synthesis) ; 

The Examiner applied the disclosure of ifassorscheid ' ^i&^f^ii;-'' ' : - 
stating that any volatile compound can, in principle, be ./j.^p^a%ed 4 v '•. ; 
from an ionic liquid by distillation, and argued that a . person 1 of ? > : 
ordinary skil 1 in the art would have , therefore , been .nK^iv*t&# V$jb : :- 
remove I otf boiling compounds by evaporation as required Ah a^e^r dance • 
with applicants' Claim 11 for the separations mentioned in- -the' -'teajbfP 
ing of Earle et al. Claim 11 depends upon Claim 1 and iiteo£j^rat&s 
the requisite elements by reference. Where those elements ;'\afEe./.oon'-'' 
cerned the arguments: made . in subsection (III) of this p^per ' 
fully applicable. Moreover r the removal of volatile compounds '^fdisr- y 'r- \ 
tillation cannot be deemed to close or even narrow, the gap between 
the subject nratter of Claim 1 and the teaching of Earle >t *•: "'all ' iiid'. ' 
the secondary references which were applied by the Examiner in . the - 
respective rejection. It is therefore respectfully requested 
rejection of Claim 11 under Section 103(a). based on the cc^ikatipn • 
of references as set forth in (III) and further in view of ^h^^di^:;. 
closure of Wasserscheid be withdrawn i Favorable action is spiicitedvv , '^^^^^^^ : .. 

In light of the foregoing remarks it is respectf ully :=.'iir^^^ : ^at-:. V- 
Claims . 1 to 4 and 6 to 13 are patentable under: the p*-o vis ions pf 
Sections 102, 103 and 112, 52. Hew Claims 1.4 to^l7 <ie£ead '-hjjpi£]£l*p^ 
1 and 8, respectively, so that applicants' rema 

060927 ~ 11 - ■ 
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to (XII) of this paper are fully applicable Wte the> -aUb'Se'c^^fiifi^r 
of those additional claims is concerned, *?ew Claims; IS to 20 \cqris^t 
spond, for example, to Claims 1, 14 and 15/ Accordingly, a^iid'aft^^.-; 
remarks in subsections (i) to (III) of this paper are al^o- f • 
applicable were the subject matter of these additional claims 't'o^'-v 
cerned. Additionally, these additional claims specify that the cpn-^ 
tamihated ionic liquid be provided 

<a) by separating volatile continents from a mxture coroprisiiig the 
ionic liquid, said volatile components and the impurities 
means of evaporation or rectification/ 
.and/or > 

<b) by separating non-polar components from a mixture cpn^rising the • 
ionic liquid, said non-polar components and the impurities, byV' : 
means of : extraction with a non-pblar organic sol vent, 
before the purification is conducted* The respective s^easurejts) ' ffor-'^- 
ther distinguish applicants' purification process from the procedures 
addressed in the . Eerie efc al. reference, and the subject • mat^r of " v 
Claims 18 to 20 is, therefpre, also deemed to be patentable under the . 
provisions of Sections 102, 103 and 112, 12. favorable action -l is 
respectfully solicited. 

Please charge any shortage in fees due in connection With tile 
filing of this paper, including Extension of Time fees,. to-.De^it ^ 
Account No* 14 • 1437 . Please credit any excess fees to such ; deposit ... 
account. ._• .... 

Respectfully submitted. 
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